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DETAILED ACTION 

Election 

During a telephone conversation with Charles Gagnebin on 04/23/2008 a provisional 
election was made without traverse to prosecute the invention of group A. Furthermore, the 
species group A-II was elected. Affirmation of these elections must be made by applicant in 
replying to this Office action. Claims 11-14 and 19 are withdrawn from further consideration by 
the examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. Claims 8, 10, 16 and 
18 are non-elected species. Claims 1-7, 9 15 and 17 are presented for examination. 

PCTrLack of Unity 
Posteriori 

Lack of unity of invention may be may only become apparent "a posteriori," that is, after 
taking the prior art into consideration, in the case of independent claims to a method of 
immobilizing a polymer hydrogel and a product consisting of an immobilized polymer hydrogel, 
unity of invention(i.e. species) is present a posteriori as A is common to both claims. 

Group A, claims 1-10, and 15-18, drawn to a method of immobilizing a polymer hydrogel on 
the surface of a polymer substrate, class 427 subclass 547. 

Group B, claims 11-14 and 19 drawn to a polymer substrate that has a polymer hydrogel 
immobilized on its surface, class 428 subclass 500. 

The inventions listed as Groups A and B do not relate to a single general inventive concept under 
PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or corresponding special 
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technical features for the following reasons: the special technical feature which is referred to 
Annex B of Appendix Al of the MPEP(Administrative Instructions under the PCT, "Unity of 
Invention"). The express "special technical features" is defined as meaning those technical 
features that define a contribution which each of the inventions, considered as a whole, makes 
over the prior art. "(Rule 13.2). Unity exists only when there is a technical relationship among 
the claimed inventions involving one or more of the same or corresponding claimed special 
technical features. In this case, the technical feature shared by each invention is a polymer 
substrate is used. 

If applicant elects Group (A) invention, it is subject to further restriction as following 
because they are not so linked as to form a single general inventive concept under PCT Rule 13.1 
as reasoned above. 

Group A-I, claim(s) 8 and 16, drawn to a non-toxic photoinitiator consisting of 
riboflavin, morin, rutin or a mixture thereof 

Group A-II, claim(s) 9 and 17, drawn to a non-toxic photoinitiator consisting of 
nicotinic acid amide. 

Group A-III, claim(s) 10 and 18, drawn to a non-toxic photoinitiator consisting of 
thioxanthone. 

This application contains claims directed to more than one species of the generic 
invention. These species are deemed to lack unity of invention because they are not so linked as 
to form a single general inventive concept under PCT Rule 13.1 as discussed above. 
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Applicant is required, in reply to this action, to elect a single disclosed species to which 
the claims shall be restricted if no generic claim is finally held to be allowable. The reply must 
also identify the claims readable on the elected species, including any claims subsequently 
added. 

Should applicant traverse on the ground that the species are not patentably distinct, 
applicant should submit evidence or identify such evidence now of record showing the species to 
be obvious variants or clearly admit on the record that this is the case. In either instance, if the 
examiner finds one of the inventions unpatentable over the prior art, the evidence or admission 
may be used in a rejection under 35 U.S.C. 103(a) of the other invention. 

With the election of the specific species, a generic concept will be identified by the 
examiner as the inventive group for examination. 

Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign 
country or in public use or on sale in this country, more than one year prior to the date of 
application for patent in the United States. 

Claims 1-7 and 15 are rejected under 35 U.S.C. 102(b) as being anticipated by Swan et al 
(US 2002/0004140 A 1). 

Claims are drawn to a method of immobilizing a polymer hydrogel on the surface of a 
polymer substrate, whereby a hydrogel layer containing at least one polymer and one non-toxic 
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photoinitiator compound is present and the hydrogel layer is irradiated with electromagnetic 
radiation so that the hydrogel is immobilized on the surface of the polymer substrate. 

Swan discloses a method comprising forming a polymer layer on a support surface by the 
use of a coating agent and polymerizable compounds (abstract). Swan provides a method for 
using a coating agent to form a polymer layer on a support surface. The coating agent provides a 
first photoreactive group used to attach the coating agent to the substrate and a second 
photoreactive group used to initiate polymerization of the polymerizable groups on the support 
surface upon being contacted with electromagnetic radiation (001 1-0020). The polymerizable 
groups taught by Swan include polyvinylpyrrolidinone and polyethylene glycol, which are 
admitted known hydrogel polymers in the Applicant's specification (0072, 0079). Also, Swan 
teaches a variety of support surfaces including polypropylene, polyvinyl chloride, polycarbonate, 
polyolefins and polyurethanes (0085). The support surface materials can be used to fabricate 
implant devices such as grafts, stents, catheters, dialysis tubing and many other biomedical 
devices (0087). Swan teaches that the photoinitiator species particularly preferred are 
thioxanthone, and its derivatives, having excitation energies greater than about 360 nm (0049). 
Swan teaches irradiating the photoinitiator species with electromagnetic radiation in the 330-340 
nm wavelength range (0139). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
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matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 



Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Swan in view of 
obviousness. 

Swan teaches irradiating the photoinitiator species with electromagnetic radiation in the 
330-340 nm wavelength range (0139). It would have been obvious to a person ordinarily skilled 
in the art at the time of the invention to include the radiation range from 1 70 to 600 nm because 
it would be advantageous to optimize the wavelength parameters to produce the best product. 

Claims 9 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over Swan in 
view of Kondo et al (JP 540603 86 A) 

Claims 9 and 17 are drawn to nicotinic acid amide as the initiator compound used in the 
forming of a polymer hydrogel layer. 

Swan discloses a method comprising forming a polymer layer on a support surface by the 
use of a coating agent and polymerizable compounds (abstract). Swan provides a method for 
using a coating agent to form a polymer layer on a support surface. The coating agent provides a 
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first photoreactive group used to attach the coating agent to the substrate and a second 
photoreactive group used to initiate polymerization of the polymerizable groups on the support 
surface upon being contacted with electromagnetic radiation (001 1-0020). Swan does not teach 
nicotinic acid amide as the initiator compound. Kondo teaches the use of nicotinamide 
derivatives as an initiator for photopolymerizable compounds (abstract). Also, Kondo teaches 
that the polymerisable compound has an ethylenically unsaturated double bond (abstract). 
Oligomers having at least one hydroxyl group within the molecule are specifically mentioned as 
preferred embodiments (abstract). It would have been obvious to a person ordinarily skilled in 
the art at the time of the invention to combine the use of a nicotinamide initiator with the 
teaching of Swan because polyethylene glycol is an oligomer that contains hydroxyl groups in 
the molecule. 

Conclusion 

Claims 1-7, 9, 15 and 17 are rejected. 

Claims 8, 10-14, 16, 18 and 19 are non-elected. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ryan Schiro whose telephone number is 571-270-5345. The 
examiner can normally be reached on Monday- Thursday from 8 AM to 6:30 PM. 
If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Vickie Kim can be reached on 571-272-0579. The fax phone number for the organization where 
this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Ryan Schiro 
June 24, 2008 
Art unit 1792 

/Vickie Kim/ 



Supervisory Patent Examiner, Art Unit 4172 



